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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 05 September 2006 . 
2a)EI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 18.20-22.27,30-33.35-39 and 42-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 18.20-22.27.30-33.35-39 and 42-51 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 18, 27, 33 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lang et al (US Patent 6,046,073) in view of Grupen-Shemansky (US 
Patent 5,268,065). 

Lang discloses a process for making semiconductor chips and the chips made 
thereby. As shown in Fig. 1 , a thinned semiconductor chip 1 is arranged on contact 
surfaces 2 of a leadframe. Electrical connections are formed between contact studs 3 
and contact surfaces 2. See col. 2, line 63 through col. 3, line 30. At col. 2, lines 1-15, 
Lang discloses that the assembly is in normal use in a smart card assembly. In 
addition, it appears from Fig. 1, that chip 1 is applied to the external surface of the card 
in the manner claimed by the applicant. 

However, Lang does not disclose thinning the chip from the back side as claimed 
by the applicant. Regarding this difference, the applicant is directed to the reference of 
Grupen-Shemansky. 

Grupen-Shemansky discloses a method for thinning a semiconductor wafer. As 
shown in the figures, back side 13 of semiconductor wafer 1 1 undergoes a mechanical 
grinding in order to thin the chip. See col. 2, line 56 through col. 3, line 3. 
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It would have been obvious to one having ordinary skill in the art to thin a chip 
from the back side, as taught by Grupen-Shemansky, in the process of Lang, in order to 
provide smaller, more compact chips. 

3. Claims 20-22, 30-32, 35-38 and 42-51 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lang et al in view of Grupen-Shemansky as described above 
in paragraph 2 in view of Kohama et al (US Patent 6,412,701). 

Kohama discloses a method for incorporating a chip into a smart card. This 
method involves applying the chip to a surface of the smart card externally. As shown 
in Figs. 8-9, chip 1 with conductive paths or coils 2 is "hot pressed" in recesses 15 with 
its front side pointing outside to the surface of the smart card. See col. 12, lines 4-18 
and 46-51. 

It would have been obvious to one having ordinary skill in the art to hot press the 
chip into a cavity, as taught by Kohama, in the method and article of Lang in order to 
produce smart cards with desired physical configurations. In addition, without the 
disclosure of unexpected results, it is the examiner's position that the protective lacquer 
and printing technique are well known and conventional in the art and would have been 
obvious to employ in the method and article of Lang as described above in order to 
provide desired protection and to facilitate production of the articles. 



Response to Arguments 
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4. Applicant's arguments filed September 5, 2006 have been fully considered but 
they are not persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, as stated above, 
it would have been obvious to one having ordinary skill in the art to thin a chip from the 
back side, as taught by Grupen-Shemansky, in the process of Lang, in order to provide 
smaller, more compact chips. Therefore applicant's argument is believed to be 
incorrect in this instance. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). ] 

Telephone/Fax 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Sells whose telephone number is (571) 272- 
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1237. The examiner can normally be reached on Monday-Friday between 9:30 AM and 
6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached at (571 ) 272-1 187. The fax phone number for 
the organization where this application or proceeding is assigned is (571 ) 273-8300. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 




JAMES SELLS 
PRIMARY EXAMINER 
TECH. CENTER 1700 



